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REMARKS 



in the instant application, claims 1-15 are pending and have teen made the subject of a 
Restriction '\,\ * v er 



J - Restriction Requirement Under 35 U.S.C. § 121 



The fc'xar t s l i t K wnsotum to one of the following inventions is required under 

35 U.S.C. § 121: 



I. Claims 1-8 and 10, in pan, drawn to compounds/compositions of formula 0), 
wherein nx van. Kcs Q, R ! . R\ R'. R s . R ! \R' : ,R . \ 
1 ; c-c, ' w v ; i or hcieroeyelyi thereof; the variables Q, R\ R . R . R s , R n , 
R'b R ! \ and G independently are not substituted with heteroaryl or heierocydyl 
thereof; the variable D represents pyridyi thereof; die variab e R p est - 
isoxazoiy! substituted with thienyl thereof: the variable V represents piperidine 
thereof; the heteroaryl or heteroeyelyi of (he variable M indepe <. ) ^ s one 
from pyridine, imidazole, isothsazole, oxazole, pyrrolidine en-azoic ; «>& tt 
piperidine thereof; the variables R 1 and R ? together with the atom to which they 
arc attached do not form a cyclic group thereof; the variables R ! -NR 2 -V together 
do not form a cyclic group thereof; the variables R ,! and R n togetiter with the 
atom to which they are attached do not form ... i etc \>u<. • -\ o> class fteu 
in class 5141/546/548 with various subclasses, if this group is elected, applicants 
are requested to elect a single species for the search purpose. 

II Claims 1-8 and 10, in part, drawn to compounds/compositions of formula (i). 
wherein the variables Q. R . R' R\ k\ R \ R !: , R " and G , \ 

Em th \ < i\ 

R'\ R u „ and G independently are not substituted with heteroaryl or heteroeyelyi 
thereof; the variable D represents pyridyi thereof; the variable R° represents 
isoxazolyl substituted with thienyi thereof: the variable V represents piperidme 
thereof; the heteroaryl or heterocyciyj nibhe variable M independently is selected 
Iron; ketomorpholtne, kelopipcraztne. s i -> , - piperazlne, or — \ e 
then f,: the R r wah the e attached 

. _ i s ) i U tiK >i s R \ k \ 

a cyche er • >•> d if ' < \ '< ^ », , 

^ ' « v vd do not iorm a heterocyclic ring thereof, classified in class 
514/544/546/548 w th various utx ass > th s t s. , . , , s 
uc si, 1 h | rpose 

III. Claims 1-8 and 10. in part, drawn to -compel . . ^ < > "is i> 

containing compounds not encompassed in (bourn: i-li. classified in class 
514/540/544/546/54S v, t,» s , i IS f :- - , Jedec ..pphcinis 
art qi este eh e it I* ll \ -> ) 

%<)0>ssiX ss Is . c t it, " 

h,s t v e , ( „n .re ^ 

classified in class 514/540/544/546/548 with various subclasses, if this group is 

s are requested to elect a single specie t 
This group is subject to further restriction if it is elected. 



See the Office Action, pages 2-4. 
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First, Applicants submit 0 the v< s Restriction fG 5 , , m between Groups , 

Ill is improper. MFEP § 816 states that Gtlhe particul ar reasons reli e d on by the examiner for 
holding that the inventions as claimed are either independent or di o - , c. I- v. s v 

^ - 1 K 1 > t t I _S_ _ v ^ _ s s 

based shou ld be given ." (Emphasis added). 

In the present case, the Examiner has failed to provide with any particular reasons 
whatsoever as to why claims 1-8 and ID are divided in Groups Mil as defined in the Office 

\otio t h«i \ ,. !! ^ i k v i i i v. i > ^ \ 

The Examiner defines variable M in Group I being several specific heteroaryis (pyridine, 

< zole sotfm ok oxazol. p> >lid e tetrazoie and hiazok sp 
heterocycly; (piperidine), and in Group II being several specific saturated heteroeyciyls 

\ , > > " \ \\-«p\ i/. j e tiorpholine, piperazine or thiomorpholine). The Examiner does 
> i explai \y wa\ why compounds bearing M as defined in Group I versus Group II should 
belong to separate groups. In addition, the Examiner defines Groups HI containing compounds 
not encompassed in Groups Ml, i.e., she residual subject matter of claims 1-8 and 10. The 
T > it" ~\ Sanation why compounds encompassed in Group ill 

should all belong to the same group and should be divided from the subject matter of Groups I 
and H. 

Furthermore. Groups Mil are not designated to complete separate classifications. In fact, 

additional, class 544. and Group HI is classified in two additional classes. 544 and 548. 'fire 
Examiner has failed to explain why Group I, and the subject matter of Groups II and HI that is 
classified in the same classes as Group I, should be divided into three separate groups. Likewise, 
the Examiner has failed to explain why Group IT, and the subject matter of Group III that is 
classified in the same classes as Group II, should be divided into two separate groups. 

Second, the Examiner's Restriction Requirement between Groups Mil and Groups IV 
and V is improper. For a Restriction Requirement to be proper the MPEF §803 states "there must 
be a serious harden on ihe examiner if restriction is required... For purpose of the initial 
cmes v sit he examine ia> be prima facie > e e> ins shows 

G appropriate explanation of separate classification, or separate status in the art or a different 
field of search..." Applicants submit that Groups' TV do not impose an undue search burden on 
the Examiner. Specifically, a search tor the claimed compounds of Groups Mil is bound to 
concers s aion and use. At i t 

s h use i i i fo ^ v ! . i , i i x , Ncoons 
Girder: on me Hxammer. 
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Thus. Applicants submit that the Examiner has failed to provide sufficient reasons m 
support > '< restrictioi between the nventions >f Group 1-A uxordingb Vpi 
respectfully request reconsideration and withdrawal of the restriction, requirement between the 
i - >} { ssed by these groups. 

II. Provisional Election 

To comply with the Examiner's Restriction Requirement, .Ar » ;«im«st..prf{i\ - 
with traverse. Group HI. claims 1-8 and I0,.in part, drawn to eompoonds/c >mpo c v >miuk 
(I), containing compounds not encompassed in Groups I II. Claims 108 and 10 read on the 
elected Group HI. 

III. Ejeetiort of Species 

To comply with the Examiner's Election of Species Requirement, Applicants 
provisionally elect the species of the compound of Example 13. l-[(5-chIoro-pyridin-2- 
y]carbamoyi)-me%lJ-5-(2-hydroxy-ethoxy)-!H-pyrrolo[2 > 3- ejpyridine-2-carboxylic acid (1- 
isopropy.l-piperidin-4-yl) -amide, having the following chemical structure: 




Applicants submit that once the compounds of the present invention tire found to be 
novel, then the other Groups defined by the Examiner where appropriate that would be eligible 

lor JOkior. c-tusuu:;: ;o h:lkh:g J preioiree. si) 1 t he O! tied. 

Applicant also, s; it 1 ri ght u fik one or more c t > a h respect 
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fV. Conclusion 

The Commissioner is hereby authorized to charge the fee reqi tiom 1 fees 

< y be needed to Deposit Account No. 18-1982 in the name of Aventis Pharmaceuticals Inc. 



Respectfully submitted, 



Date: October 16, 2006 



sanofi-aventts U.S. LLC 
Patent Department 
Route #202-206 / P.O. Box 6800 
Bridsewater, NJ 08807-0800 
Telephone (908) 231-3582 
Telefax (908) 231-2626 

samrfi-aventw Docket No. DEAV2003/0033 US NP 



Jiang Lin, Reg. No. 5 1.065 
Attorney for Applicants 
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